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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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2a)S This action is FINAL. 2b)n This action is non-final. 
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Application Papers 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 



Claim Rejections - 35 USC §102 

1. The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or 
described in a printed publication in this or a foreign country, before the 
invention thereof by the applicant for a patent. 

(e) the invention was described in- 

(1) an application for patent, published under section 122(b), by another 
filed in the United States before the invention by the applicant for 
patent, except that an international application filed under the treaty 
defined in section 351 (a) shall have the effect under this siibsection of a 
national application published under section 122 (b) only if the 
international application designating the United States was published under 
Article 21(2) (a) of such treaty in the English language; or 

(2) a patent granted on an application for patent by another filed in the 
United States before the invention by the applicant for patent, except that 
a patent shall not be deemed filed in the United States for the purposes of 
this subsection based on the filing of an international application filed 
under the treaty defined in section 351(a) . 

2. Claims 9-12, 14, 23-29 and 39 are rejected under 35 U.S.C. 
§ 102(e) as being anticipated by Windsor et al, U.S. Patent No. 
5,734,706 (Windsor). 

Regarding claim 23, Windsor discloses a method comprising: 
receiving in a first system (34) a search query (168 from 
Figure 4D) for information associated with a second party during 
a telephone call, the first system comprising a portable device 
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separate from a telephone and connectable to a telephone (26) 
line or a computer (col. 12, line 1-5); 

obtaining the information from the system if it is present 
in the first system (174) ; 

searching at least one remote source for the information if 
it is not present in the first system (col. 11, line 36 and 
lines 60-65) ; 

providing the information' to the first system from the 
remote source (col. 11,. lines 45-50). 

While the computer system 34 of Windsor is not wireless, 
the computer system is portable because it is capable of being 
carried or moved about . 

Regarding claim 24, see abstract. 

Regarding claim 25, see col. 11, line 66. 

Regarding claim 26, see col. 11, line 52. 

Regarding claim 27, see col. 11, line 30 to col. 12, line 

10. 

Regarding claim 28, see col. 3, line 2. 

Regarding claim 29, see col. 11, line 30 to col. 12, line 

10. 
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Regarding claim 39, see col. 11, line 30 to col. 12, line 

10. 

Claim 9 is rejected for the same reasons as claim 23. 

.Regarding claim 10, see col. 9, lines 20-30. 

Regarding claim 11, see col. 11, line 30 to col. 12, line 

10. 

Regarding claim 12, see col. 11, line 30 to col. 12, line 

10. 

Regarding claim 14, see col, 3, lines 1-5. 

Claim Rejectiona - 35 U3C § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

4. Claim 30 is rejected under 35 U.S.C § 103(a) as being 
unpatentable over Windsor in view of DeFazio et al, U.S. Patent 
No. 5,940,484 (hereinafter DeFazio). 
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Regarding claim 30, Windsor teaches the plurality of remote 
sources includes a remote service provider (col. 11, lines 60- 
65) . Windsor fails to teach the plurality of remote sources 
includes the Internet. However DeFazio discloses this limitation 
(col. 3, line 51) . Therefore it would have been obvious to one 
of ordinary skill in the art at the time the invention was made 
to modify Windsor with a method wherein the remote source 
includes the Internet. This modification would have modernized 
Windsor by retrieving ANI information from a plurality of 
databases as suggested by Windsor and DeFazio. 

5. Claim 38 is rejected under 35 U.S.C § 103(a) as being 
unpatentable over Windsor in view of Brenner et al, U.S. Patent 
No. 6,206,593 (hereinafter Brenner). 

Regarding claim 38, Windsor teaches a printer for printing 
caller identification information (50 from Figure 2) . Windsor 
does not teach the printer is housed in the portable device. 
However Brenner discloses this limitation (see Figures 1, 2, 3, 
4, 5, 6, 7, 8, 9, 10, 11, 12, 13, 14, 15, 16, 17, 18, 19, 20, 
21, 22, 23, 24, 25, 26 and 27). Therefore it would have been 
obvious to one of ordinary skill in the art at the time the 
invention was made to modify Windsor with the printer taught by 
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Brenner. This modification would have simplified the design of 
Windsor by saving precious desk space. 

6. Claim 13 is rejected under 35 U.S.C § 103(a) as being 
unpatentable over Windsor in view of Szlam et al, U.S. Patent 
No. 5,675,637 (hereinafter Szlam). 

With respect to claim 13, Windsor does not teach the 
storage stores a user preference table that indicates a 
preferred search hierarchy among a plurality of databases. 
However Szlam discloses this limitation (col. 5, lines 10-15). 
Therefore it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to modify Windsor 
with the search hierarchy taught by Szlam. This modification 
would have improved the efficiency of Windsor by allowing 
information to be quickly retrieved from a plurality of sources 
as suggested by Szlam (column 1) . 



Response to Arguments 

7. Applicant's arguments been considered but are deemed to be 
moot in view of the new grounds of rejection. 
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Conclusion 

8. Applicant's amendment necessitated the new ground (s) of 
rejection presented in this Office action. Accordingly, THIS 
ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 
CFR 1.136 (a) . 

A shortened statutory period for reply to this final action 
is set to expire THREE MONTHS from the mailing date of this 
action. In the event a first reply is filed within TWO MONTHS 
of the mailing date of this final action and the advisory action 
is not mailed until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period will 
expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated 
from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 

9. Any inquiry concerning this communication or earlier 
communications from the examiner should.be directed to Olisa 
Anwah whose telephone number is 703-305-4814. The examiner can 
normally be reached on Monday to Friday from 8.30 AM to 6 PM. 
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If attempts to reach the examiner by telephone ar^e 
unsuccessful, the examiner's supervisor. Fan Tsang can be 
reached on 703-305-4895. The fax phone numbers for the 
organization where this application or proceeding is assigned 
are 703-872-9314 for regular communications and 703-872-9314 for 
After Final communications. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is 703-305-3900. 



oA 



Olisa Anwah 
Patent Examiner 
October 14, 2004 




